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Pre-Appeal Brief Request for Review 



This communication is in response to the Office Action mailed on December 13, 
2007 (the pending Office Action). Claim 58 is the only independent claim that remains 
pending. Claim 58 stands rejected under 35 USC § 102(e) and also under 35 USC §112, first 
paragraph. Additionally, claims 58, 59, and 66-87 stand rejected for double patenting. The 
Applicant submits that a clear legal error has been made in each of the above rejections. 

REMARKS 

Rejection of Claim 58 Under 35 USC §102(e) 

Claim 58 is rejected under 35 USC § 102(e) as being anticipated by U.S. Patent No. 
5,501,916 (Teramoto). 

! 

To support this rejection, the December 13, 2007 Office Action relied on Teramoto's 
Figure 9 and associated text. In response, the Applicant pointed out that Teramoto's Figure 9 
and associated text does not teach "an electrode (that) is electrically insulated from the pin 
but is in electrical communication with a second end cap." In response, the pending Office 
Action now cites Figures 1 and 2 of Teramoto. A review of claim 58 shows that claim 58 
recites "a first end cap that seals a first opening in the case" and also "a second opening in 
the case; and sealing the second opening with the second end cap." Figure 2 of Teramoto 
does not teach a first end cap that seals a first opening in a case and a second end cap that 
seals a second opening in the case. Accordingly, Figure 2 of Teramoto also does not 
anticipate claim 58. 



Rejection of Claims 58. 59, 66-87 Under 35 USC S112 

Claims 58, 59, and 66-87 are rejected under 35 USC §1 12, first paragraph, as based 
on a disclosure which is not enabling. In particular, the Office Action argues that insulation 
of the pin from the case is critical to the operation of the claimed method and accordingly 
must be included in the claimed method. 

Insulation of the pin from the case is not critical to the claimed method. For instance, 
in the battery of Applicant's Figure 20-22, consider the case being electrically insulating and 
the pin being in electrical communication with the case. In this case, the opposing end caps 
can be used as the terminals of the battery without the battery short-circuiting. This type of 
battery configuration is a common construction (an example of such a construction can be 
seen in paragraph 57 of U.S. Patent Application Publication number 2002/0001745). 
As a result, the claimed method can be practiced with the pin being in electrical 
communication with the case. 

An embodiment of the battery having an electrically insulating case is consistent with 
Applicant's specification. For instance, the specification teaches the following: 

"The battery case itself GENERALLY functions as the other 
battery terminal" (page 3, line 19-20, emphasis added). 
The Applicant believed this teaching to be important enough to be included it in the 
"Summary of the Invention" section of the specification. Note the presence of the term 
generally in this citation. Since the term "generally" indicates a condition that is not always 
true, this sentence teaches that the case does not always function as the other terminal. When 
the case is electrically insulating as discussed in the above paragraph, the case does not serve 
as a terminal, exactly as taught in the above citation. Accordingly, a battery having an 
electrically insulating case is consistent with Applicant's specification. 

The Examiner may elect to address the above argument by alleging that the 
specification does not specifically teach the battery details described above. However, this 
argument overlooks the legal standard required to support this rejection. As set forth in 
MPEP §2 164.08(c), in order to support the pending rejection, the specification must teach 
that insulation of the pin from the case is critical to the claimed method. However, if the 
specification had taught criticality of insulating the pin from the case, the battery construction 
discussed above would NOT be consistent with the specification. To see this point, suppose 
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that the specification had stated that "insulation of the pin is critical 'to battery operation." In 
that case, a battery having an un-insulated pin would be entirely inconsistent with the 
specification. That is not the case here as shown by the consistency between the above 
battery structure and the specification. Accordingly, the consistency of the described battery 
with the specification illustrates that the specification fails to teach criticality of insulating 
the pin from the case. Since the specification fails to teach criticality of insulating the pin 
from the case, the specification does not support the pending rejection and the rejection 
should be withdrawn for this reason alone. 

In addition to the above argument, the above citation (P3, L19-20) directly shows 
that the specification fails to provide the teaching of criticality required to support this 
rejection. As discussed above, the specification teaches that the case does not always 
function as one of the terminals. When the case does not function as the other terminal, 
the pin can be in electrical communication with the case without shorting the battery. 
If the pin can be in electrical communication with the case without shorting the battery, 
then there is no reasonable argument that the specification teaches that it is critical for 
the pin to be insulated from the case. Since the specification fails to teach criticality of 
insulating the pin from the case, the specification does not support the pending rejection 
and the rejection should be withdrawn for this reason alone. 

The Office Action Impermissibly Contradicts the Specification 

The Examiner's conclusion that it is critical for the pin to be insulated from the case 
relies on the conclusion that the case ALWAYS functions as the other terminal. This 
conclusion overlooks the term "generally" in the above citation (P3, LI 9-20). Additionally, 

♦ 

when the previously filed amendment pointed out the presence of this term in the above 
citation, the responding Office Action did not address this term. However, the MPEP 
specifically prohibits ignoring particular teachings of the specification in order to make this 
rejection. For instance, MPEP §2 164.08(c) provides that in "determining whether an 
unclaimed feature is critical, the entire disclosure MUST be considered." As a result, the 
presence of the term "generally" in the above citation must be taken into consideration. 

Since the Office Action must consider the presence of the term "generally" in the 
above citation, the Office Action must take into account the specification teaching that the 



case does not always function as one of the terminals. However, the Office Action relies on 
the conclusion that the case ALWAYS functions as the other terminal. As a result, the Office 
Action directly contradicts the teachings of the specification. The second paragraph of 
MPEP §2164.04 specifically addresses conflicts between the specification and the examiner 
during enablement inquiries. As a result, this section of the MPEP is directly on point in the 
current inquiry. The critical part of MPEP §2164.04 provides that when the Patent Office 
chooses to contradict the teachings of the specification "it is incumbent upon the Patent 
Office ... to explain why it doubts the truth or accuracy of any statement in a supporting 
disclosure and to back up assertions of its own with acceptable evidence or reasoning which 
is inconsistent with the contested statement. Otherwise, there would be no need for the 
applicant to go to the trouble and expense of supporting his presumptively accurate 
disclosure." 439 F.2d at 224, 169 USPQ at 370. 

No explanation has been presented as to why the Examiner doubts Applicant's 
teaching that the case does not always function as the other battery terminal. Additionally, 
no reasoning or evidence inconsistent with this teaching has been presented. Further, it 
seems unlikely that such evidence could be presented in light of the insulating battery case 
discussed above. Without the required explanation, the Office Action does not comply with 
the requirements of MPEP §2164.04 and it remains "presumptively accurate" (second 
paragraph of MPEP §2164.04) that the case does not always function as the other battery 
terminal. As noted above, when the case does not function as the other terminal, the pin can 
be in electrical communication with the case without shorting the battery. If the pin can be in 
electrical communication with the case, there is no reasonable argument that the specification 
teaches that it is critical for the pin to be insulated from the case. Since there is no reasonable 
argument that it is critical for the pin to be insulated from the case, the pending rejection is 
not supported and the rejection should be withdrawn. 

Rejection of claims 58, 59, and 66-87 for double patenting over claims 66-91 of U.S. 
Patent Application serial number 10/666,379 (the '379 application). 

In the '379 application, an amendment was filed on 12/10/07. In response, a Notice 
of Allowance was mailed on 01/28/08. The issue fee has not yet been paid. Accordingly, the 
claims pending in the '379 application are the claims in the 12/10/07 Amendment. 
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Claims 66-91 of the '379 application do not teach or suggest "a pin extends from an 
interior of a case through a first end cap that seals a first opening in the case ... and sealing 
(a) second opening (of the case) with (a) second end cap" as is recited in currently pending 
claim 58. In particular, Claim 90 of the c 379 application recites a tab connected to an end 
cap and the pin extending through that same end cap. However, claim 90 does not introduce 
another end cap as recited in the currently pending claims. Accordingly, claim 58 is 
patentable over claims 66-91 of the '379 application. Since pending claims 59, 66-87 each 
depends directly or indirectly from claim 58, these claims are also patentable over claims 66- 
91 of the '379 application. Since the currently pending claims are patentable over claims 66- 
91 of the '379 application, the double patenting rejection should be withdrawn. 

Conclusion 

The Applicant respectfully submits that legal error has been made in each of the 
above rejections. For these reasons, allowance of the currently pending claims is respectfully 

*■» 

requested. 



Respectfully submitted 
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